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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 7, 8, 11, and 12 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 7 is an improper Markush claim, and it is unclear and indefinite because it 
is not clear which limitations are positively recited in the claim. 

Claim 8 is vague and indefinite as it is not clear what structure is being 
encompassed by such language. It is not clear how the device passes the test. It is also 
not clear how this is part of a product claim, as it seems to be a method of testing, not a 
product claim. 

Claims 1 1 and 12 are improper method claims as they do not have any method 
steps. The phrase "by designing attachment features" in claim 1 1 , line 2 is vague and 
indefinite as it is not clear what structure is encompassed by such language. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1-3, 5, and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Akihisa (Japanese Publication No. 10-284855). 

Akihisa discloses an impact-absorbing insert with an impact-absorbing portion (3) 
and a tethered plug (9) for insertion into an access tunnel (opening 7) contained in a 
mating user defined enclosure (case 1). The access tunnel provides access to a feature 
of the article (jack 8) without opening the case. The insert provides a water and dust 
tight seal for the article. The housing encloses a portable electronic device. The insert 
also has an engagement rib (packing 11) and a molded-in button (packing 12). 
(Abstract; Fig. 1,5) 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 4, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Akihisa (Japanese Publication No. 10-284855). 

Regarding claims 4, 6 and 8, Akihisa does not specifically disclose the type of 
electronic device housed in the case, however it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have housed a camera, 
instrumentation, tool, etc. in the case as these are all devices commonly stored within a 
protective case with waterproofing features. 

Regarding claim 8, Official Notice is taken that it is old and conventional to have 
electronic devices pass tests depending on the characteristics and requirements of the 
device. It would be obvious to test the device and to have the device pass certain tests 
depending on the requirements and characteristics of the particular device. 

Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Akihisa in view of Berberich et al. (US Patent No. 5,760,998), herein Berberich and 
Brauer et al. (US Patent No. 6,790,916), herein Brauer. 

Akihisa does not disclose the material of the insert. 

Berberich teaches that an insert (gasket) may be made of an elastomeric 
material in order to provide both shock absorbing and sealing properties (column 6, 
lines 33-36). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have made the insert of Akihisa of an elastomeric material, as taught by 
Berberich, in order to provide both shock absorbing and sealing properties to the insert. 
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The combination of Akihisa and Berberich does not disclose the specific 
hardness of the elastomeric material. 

Brauer teaches that an elastomeric material, specifically a polyurethane 
elastomer, may have a hardness between 45 and 65 Shore A. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have made the insert of Akihisa of a polyurethane elastomer of a hardness 
between 45 and 60 Shore A as this is a well known range of hardnesses at which to 
produce an elastomeric material. 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Akihisa in view of Cloud et al. (US Patent No. 5,884,003), herein Cloud. 

Akihisa does not disclose the inclusion of fingers and grooves on the insert and 
enclosure. 

Cloud teaches providing fingers (ribs) and grooves (47) on an insert (gasket) 
which act to improve the retention and sealing ability of the insert (column 5, lines 26- 
30; Fig. 4). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have provided fingers and grooves, as taught by Cloud, on the insert and 
enclosure of Akihisa in order to improve the retention and sealing of the insert. 
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Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHARON M. PRANGE whose telephone number is 
(571)270-5280. The examiner can normally be reached on M-F 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571 ) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sharon M Prange/ /J I LA M MOHANDESI/ 

Examiner, Art Unit 3728 Primary Examiner, Art Unit 3728 



